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DETAILED ACTION 



This application has been reviewed. Original claims 1-26 are pending. The objections 



and rejections cited are as stated below: 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-6, 8,1 1-13, 16-20 and 25-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Luskin et al. (United States Patent Number 5,812,987). 

Claim 1 : Luskin et al. discloses a method for characterizing an investment portfolio, 
comprising the steps of: 

receiving data for taxable investments (Abstract and column 2, lines 29-47); 



receiving data for non-taxable investments (Abstract and column 2, lines 29-47); ; 
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receiving investor profile information (Abstract and column 2, lines 29-47); 
performing an optimization which includes the data for the taxable investments, the data for the 
non-taxable investments and the investor profile information and which takes into account 
capital gains or losses on taxable investments which would be sold (Abstract, Fig. 4-6 and 
column 2, lines 29-47); and 

providing an investment recommendation (Abstract and column 2, lines 29-47). 

Claim 2: Luskin et al. discloses the step of providing an investment recommendation 
includes the step of providing weights which indicate a level of investment for asset classes of 
the investments and non- taxable investments (Abstract, Fig. 7, column 8, lines 8-18 and 62-64). 

Claim 3: Luskin et al. discloses the step of providing an investment recommendation includes 
the step of providing weights which indicate a level of investment for securities of the taxable 
investments and non-taxable investments (Abstract, Fig. 7, column 8, lines 8-18 and 62-64). 

Claim 4: Luskin et al. discloses the step of providing an investment recommendation includes 
the step of providing dollar amounts to be invested in asset classes of the taxable and non-taxable 
investments (Abstract, Fig. 7, column 9, lines 13-22, column 10, lines 31-48). 

Claim 5: Luskin et al. discloses the step of providing an investment recommendation includes 
the step of providing dollar amounts to be invested in securities of the taxable and non-taxable 
investments (Abstract, Fig. 7, column 9, lines 13-22, column 10, lines 31-48). 
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Claim 6: Luskin et al. discloses the investor profile information comprises an investor risk 
preference (Abstract and Fig. 6). 

Claim 8: Luskin et al. discloses the investor profile information comprises time horizon 
information (Abstract and Fig. 6). 

Claim 1 1 : Luskin et al. discloses the step of performing an optimization includes the step of 
performing numerical differentiation (Abstract, Fig. 5A-5D, column 14, lines 63-67 and column 
15, lines 1-25). 

Claim 12: Luskin et al. discloses the step of performing an optimization includes the step of 
employing a quadratic optimization routine to obtain a solution in a non-quadratic environment 
(Abstract, Fig. 5A-5D, column 14, lines 63-67 and column 15, lines 1-25). 

Claim 13: Luskin et al. discloses the step of performing an optimization comprises an iterative 
non-linear optimization routine (Abstract, Fig. 5A-5D, column 14, lines 63-67 and column 15, 
lines 1-25). 

Claim 16: Luskin et al. discloses the optimization routine comprises a quasi-Newton 
algorithm wherein a first derivative and a second derivative are approximated (Abstract, Fig. 5A- 
5D, column 14, lines 63-67 and column 15, lines 1-25). 
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Claim 17: Luskin et al. discloses the optimization routine comprises a first subroutine of 
attempting to resolve a flat function problem by running the routine with different sets of initial 
values (Abstract, Fig. 5A-5D, column 14, lines 63-67 and column 15, lines 1-25). 

Claim 18: Luskin et al. discloses a function does not optimize with any of the sets of initial 
values used in the initial step, further comprising a second subroutine of: 
taking a solution for a best case (Abstract, Fig. 5A-5D, 6, 8, column 14, lines 63-67 and column 
15, lines 1-25); and 

re-running the optimization routine including only those investments with nonzero weights 
(Abstract, Fig. 5A-5D, 6, 8,column 14, lines 63-67 and column 15, lines 1-25). 
Claim 19: Luskin et al. discloses an optimal solution is found in the first subroutine, further 
comprising a third subroutine of re-running the optimization routine to account for minimum 
investment values (Abstract, Fig. 5A-5D, 6, 8,column 14, lines 63-67 and column 15, lines 1-25). 

Claim 20: Luskin et al. discloses an optimal solution is found in the second subroutine, further 
comprising a third subroutine of re- running the optimization routine to account for minimum 
investment values (Abstract, Fig. 5A-5D, 6, 8 5 column 14, lines 63-67 and column 15, lines 1-25). 
Claim 25: Luskin et al. discloses the receiving step comprises receiving the customer profile 
information at the computing device (Abstract and Fig. 3-4). 

Claim 26: Luskin et al. discloses the receiving step comprises receiving the customer profile 
information at the computing device (Abstract and Fig. 3-4). 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 7, 9, 10, 14, 15, 21, 22, 23, 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Luskin et al. (United States Patent Number 5,812,987) in view of Jones et al. 
(United States Patent Number 6,021,397). 

Claim 7: Luskin et al. discloses optimization of an investment portfolio (Abstract and Fig. 6). 
However, Luskin failed to teach the investor profile information comprises tax bracket 
information (Abstract and Fig. 6). Here, Jones et al. teaches the use of tax bracket. (Abstract 
and column 5, line 61) It would have been obvious to one of ordinary skilled in the art at the 
time the of the Applicant's invention was made to modify Luskin et al.'s teaching to include tax 
bracket as part of an investor's profile. One of ordinary skill in the art would have been 
motivated to do this because tax consequence is an integral part of investment analysis and 
optimization. 



Claim 9. The method of claim 1, wherein the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. 
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Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 10. The method of claim 1, wherein the investment recommendation comprises a first 
recommendation for securities of the taxable investments and a second recommendation for 
securities of the non-taxable investments. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
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consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 14. The method of claim 10, wherein the first recommendation for a taxable 
investment has at least one asset class in common with the second recommendation for a non- 
taxable investment. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 15. The method of claim 10, wherein the first recommendation for a taxable investment 
has at least one security in common with the second recommendation for a non-taxable in 
investment. 



Application/Control Number: 09/654,627 Page 9 

Art Unit: 3624 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 21 . A method for characterizing an investment portfolio, comprising the steps of 
identifying a universe of taxable investments and non-taxable investments; 
receiving customer profile information; 

performing an optimization on the data for the taxable investments and for the non-taxable 
investments which takes into account capital gains or losses on taxable investments which would 
be sold; and 

displaying an investment recommendation. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
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asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 22. A method of characterizing an investment portfolio in a system in which a user 
communicates with a server by way of a computing device, comprising the steps of: 
identifying a universe of taxable investments and non-taxable investments; 
receiving customer profile information; 

performing an optimization on the data for the taxable investments and for the non-taxable 
investments in the server which takes into account capital gains or losses on taxable investments 
which would be sold; and 

displaying an investment recommendation on the computing device. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
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been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 23. A method of characterizing an investment portfolio, comprising the steps of: 

communicating with a server by way of a computing device, 

identifying a universe of taxable investments and non-taxable investments; 

receiving customer profile information; 

performing an optimization in the server on the data for the taxable investments and for the non- 
taxable investments which takes into account capital gains or losses on taxable investments 
which would be sold; and 

displaying an investment recommendation on the computing device. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
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made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Claim 24. A method of characterizing an investment portfolio with a computing device, 
comprising the steps of: 

identifying a universe of taxable investments and non-taxable investments; 
receiving customer profile information; 

performing an optimization on the data for the taxable investments and for the non-taxable 
investments in the computing device which takes into account capital gains or losses on taxable 
investments which would be sold; and displaying an investment recommendation on the 
computing device. 

Luskin et al. discloses optimization of an investment portfolio and recommendation (Abstract 
and Fig. 6). However, Luskin failed to teach the investment recommendation comprises a first 
recommendation for asset classes of the taxable investments and a second recommendation for 
asset classes of the non-taxable investments. Here, Jones et al. teaches the making of 
recommendation with tax consequences. (Abstract and column 10, lines 18-53). It would have 
been obvious to one of ordinary skilled in the art at the time the of the Applicant's invention was 
made to modify Luskin et al.'s teaching to include tax consequences as part of the gain or loss 
margin. One of ordinary skill in the art would have been motivated to do this because tax 
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consequence is an integral part of investment analysis and optimization in determining net gain 
or loss. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. USPN 6,510,419 Bl, USPN 6,484,152 Bl, 6,012,044, 6,003,018, 5,784,696 and 
JP1 1 1 10447 A are cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sally Shih whose telephone number is 703-305-8550. The 
examiner can normally be reached on Flexible Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-7687 for regular 
communications and 703-305-7658 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 113. 
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